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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Art Unit: 1755 

DETAILED ACTION 
Response to Amendment 

1 . This office action is in response to the amendment submitted on 28 June 2007. 
After entry of the amendment claims 1-2, 6-9, 11, 13, 15, 17 and 19-29 are currently 
pending. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 , 25-26 and 28-29are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Patent Specification No. 04-293982A for the reasons set forth 
in the previous office action and which are herein incorporated by reference: 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 

To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 
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4. Claims 1 , 25-26 and 28-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Patent Specification No. 02-1 58675A for the reasons set forth 
in the previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 

To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 

5. Claims 1, 25-26 and 28-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Patent Specification No. 04-31474A for the reasons set forth in 
the previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 

To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
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limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 

6. Claims 1 , 25 and 28-29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Japanese Patent Specification No. 04-285680A for the reasons set forth in the 
previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 

To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 

7. Claims 1 , 25-26 and 28-29 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Japanese Patent Specification No. 02-158672Afor the reasons set forth 
in the previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 
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To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 

8. Claims 1 , 25-26 and 28-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Mabuchi et al (US Patent No. 4,572,871) for the reasons set forth in the 
previous office action and which are herein incorporated by reference. 

Applicant argues that the instant claims are not met by the reference as the 
limitations of claims 3 and 4 have been inserted into claim 1 and therefore the reference 
does not teach the currently claimed composition. 

To this position the examiner respectfully disagrees as the reference teaches 
amounts of components that encompass those instantly claimed. As for the limitation of 
"at most 50 parts by weight of a matting agent" this limitation includes "0" as a lower 
limit and therefore it need not be present in the composition. Accordingly the instant 
claims are met by the reference. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would havebeen obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 19 and 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese Patent Specification No. 04-293982A, Japanese Patent Specification 
No. 02-158675A, Japanese Patent Specification No. 04-31474A, Japanese Patent 
Specification No. 04-285680A, Japanese Patent Specification No. 02-158672A, and 
Mabuchi et al (US Patent No. 4,572,871). 

The references were discussed previously. 

The instant claims are obvious over the references. While the references do not 
recite the same types of fluorine resin, they do broadly teach the use of a fluorine 
containing resin and therefore in the absence of evidence showing otherwise, it would 
have been obvious to utilize any fluorine containing resin without producing any 
unexpected results as the basic premise of the use of a fluorine containing resin is 
taught by the reference. 

Claim Rejections - 35 USC §112 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

12. Claims 1-2, 6-9, 11, 13, 15, 17 and 19-29 are rejected under 35 U.S.C. 112, firs 
paragraph, because the specification, while being enabling for the use of particular 
fluorine containing resins and silicone oils, does not reasonably provide enablement for 
the use of any and all fluorine containing resins and silicone oils known to man. The 
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specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to practice the invention commensurate in scope with 
these claims. 

The claims recite a paint composition for leather comprising a fluorine-containing 
resin and a silicone oil. This encompasses any fluorine-containing resin and silicone oil. 
However, the specification only teaches the use of certain types. Such a 
limited disclosure does not support the breadth of the instant claims. 

Applicant has not provided any arguments as to why the rejection pertaining to 
the types of materials and accordingly it is repeated. 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the examiner should be directed to Anthony J. 
Green whose telephone number is 571-272-1367. The examiner can normally be reached on Monday-Thursday 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jerry Lorengo can be reached 
on 571-272-1233. The fax phone number for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000y /O 
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